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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 to 7, 9, 13, 15, 16, 20, 23, 24, 26 to 30, and 32 to 49 are rejected under 
35 U.S.C. 1 02(e) as being anticipated by Walker, et al. (U.S. patent 6,41 5,262 B1 ). 

1 . As to Claim 1 : '262 teaches a method for operating a reward program (Abst.; 
18:60-64; 19:28-46) comprising the steps of: 

establishing a plurality of product categories (Figs. 6, 7); receiving an indication of 
selected ones of the product categories (indication indicated through customer 
purchased of items); 

tracking a customer's purchases in at least the selected product categories over a 
plurality of discrete purchase transactions (purchasers buys one gallon of milk per 
week, 20:17-36; subscription defined for year, 19:61-20:16); and 
providing a single reward to said customer based at least in part upon the customer's 
cumulative purchases in the selected product categories over a discrete period of time 
(Abst.; single offer disclosed, 18:60-64, 19:28-46). 
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2. As to Claim 24: '262 teaches a method for operating a reward program (Abst.; 
18:60-64; 19:28-46) comprising the steps of: 

establishing a plurality of product categories (Figs. 6, 7); 
setting a purchase threshold; 

receiving an indication of selected ones of the product categories as selected by a 
customer (indication indicated through customer purchased of items); 
tracking said customer's purchases in at least the selected categories over a plurality of 
discrete purchase transactions (purchasers buys one gallon of milk per week, 20:17-36; 
subscription defined for year, 19:61-20:16); 

at some time after the customer reaches the purchase threshold, calculating a reward 
based at least in part upon customer purchases in the selected categories; and 
providing said reward to said customer (Abst.; single offer disclosed, 18:60-64, 19:28- 
46). 

3. As to Claim 26: '262 teaches a system for tracking and calculating customer 
rewards (Abst.; 18:60-64; 19:28-46) comprising: 

at least one computer programmed to track the amounts of customer purchases in a 
plurality of predetermined product categories (Figs. 6, 7) for a plurality of customers 
over a plurality of discrete purchase transactions (purchasers buys one gallon of milk 
per week, 20:17-36; subscription defined for year, 19:61-20:16), and to calculate a 
single reward for each customer based at least in part upon the customer cumulative 
discrete purchase transactions in selected ones of said predetermined product 
categories (Abst.; single offer disclosed, 18:60-64, 19:28-46). 
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4. As to Claim 33: '262 teaches a software device for operating on a computer and 
for tracking and calculating customer rewards (Abst.; 18:60-64; 19:28-46), the software 
including: 

a tracking module for tracking the amounts of customer purchases in a plurality of 
predetermined product categories (Figs. 6, 7) for a plurality of customers for a plurality 
of discrete transactions (purchasers buys one gallon of milk per week, 20:17-36; 
subscription defined for year, 19:61-20:16); and 

a calculating module for calculating a single reward for each customer based at least in 
part upon the cumulative tracked plurality of discrete customer purchases in selected 
ones of said predetermined product categories (Abst.; single offer disclosed, 18:60-64, 
19:28-46). 

5. As to Claim 45: '262 teaches a method for operating a reward program (Abst.; 
18:60-64; 19:28-46) comprising the steps of: 

establishing a plurality of product categories (Figs. 6, 7); receiving an indication of at 
least one selected product category (indication indicated through customer purchased 
of items); 

tracking a customer's purchases in the at least the selected product category over a 
plurality of discrete purchase transactions (purchasers buys one gallon of milk per 
week, 20:17-36; subscription defined for year, 19:61-20:16); and 
providing a single reward to said customer based at least in part upon the customer's 
cumulative purchases in the at least one selected product category over a discrete 
period of time (Abst.; single offer disclosed, 18:60-64, 19:28-46). 
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6. As to Claim 2: '262 teaches method of claim 1 wherein said receiving step 
includes receiving an indication of selected ones of the product categories as selected 
by a customer (products indicated by player's purchase, Abst.). 

7. As to Claim 3: '262 teaches the method of claim 1 wherein said receiving step 
includes receiving an indication of selected ones of the product categories as selected 
by an operating store (subscriptions for complementary products selected by provider, 
Figs. 10 & 11, 8:48-9:32). 

8. As to Claim 4: '262 teaches the method of claim 1 wherein said selected ones of 
said product categories are less than all of said plurality of product categories (other 
complementary subscriptions available, so the customer not subscribing to all available 
subscriptions, Fig. 16). 

9. As to Claim 5: '262 teaches the method of claim 1 wherein said reward is based 
solely upon purchases by said customer in the selected categories (single offer 
disclosed, offer based only on the customer's purchase of milk in this case, 18:60-64, 
19:28-46; 19:47-20:36). 

10. As to Claim 6: '262 teaches the method of claim 1 wherein said tracking step 
includes tracking purchases of said customer in each of the plurality of product 
categories over a plurality of discrete purchase transactions (customer has plural 
subscriptions, Fig. 14; subscriptions involve plural transactions over a time period, 
19:47-20:36). 

11. As to Claim 7: '262 teaches the method of claim 1 wherein said receiving step 
occurs before the start of said tracking step (Figs. 10, 1 1 , new complementary 
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subscriptions defined based on current subscriptions, of course the player cannot take 
advantage of these subscriptions by making purchases until after the subscriptions have 
been defined, 8:48-9:32). 

12. As to Claim 9: '262 teaches the method of claim 1 wherein said providing step 
includes providing a reward only if a customer has made sufficient purchases that 
exceed a purchase threshold (offers given, 18:60-64, 19:37-46; penalty assessed and 
reward not offered if minimum purchases are not made, 19:47-20:36). 

13. As to Claim 13: '262 teaches the method of claim 1 wherein said reward is store 
credit, a coupon, a gift card, or a gift certificate (credit offered in the form of a lower 
price, 18:60-64, 19:37-46). 

14. As to Claim 1 5: '262 teaches the method of claim 1 wherein further comprising 
the step of recognizing said selected product categories, said recognizing step including 
entering said selected product categories into a computer system (product categories 
and descriptions, Figs. 6 & 7, stored in database, Fig. 5). 

15. As to Claim 16: '262 teaches the method of claim 15 wherein said recognizing 
step includes linking said selected product categories to a permanent customer account 
maintained beyond a specific transaction (customer records, Fig. 14, 11:4-30). 

16. As to Claim 20: '262 teaches the method of claim 1 further comprising the step of 
receiving an indication of new selected ones of said products categories, and wherein 
said providing step includes providing a reward to said customer based at least in part 
upon the customer's purchases in the new selected categories (subscriptions for 
complementary products offered to user, Fig. 16; player accepts or declines 
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subscription offers, Figs. 15A-B; reward offered to player for completion of subscription, 
18:60-64, 19:34-20:15). 

17. As to Claim 23: '262 teaches the method of claim 1 wherein said receiving, 
tracking, and providing steps are carried out for a plurality of customers (Fig. 14, 
customer identifiers indicate a plurality of customers). 

18. As to Claim 27: '262 teaches the system of claim 26 wherein said computer is 
programmed to receive an indication of selected ones of said product categories as 
selected by a customer (complementary subscriptions offered to user, Fig. 16; can be 
accepted or declined by user, Figs. 15A-B; various product categories, Figs. 6 & 7). 

19. As to Claim 28: '262 teaches the system of claim 26 involving receiving an 
indication of selected ones of the product categories as selected by an operating store 
(subscriptions for complementary products selected by provider, Figs. 10 & 1 1 , 8:48- 
9:32). 

20. As to Claim 29: '262 teaches the system of claim 26 wherein said computer is 
programmed to store a purchase threshold and to compare the cumulative purchases of 
each customer to the purchase threshold (minimum purchases for subscriptions, 19:61- 
20:37). 

21 . As to Claim 30: '262 teaches the system of claim 26 further including a plurality 
of checkout terminals located in at least one store and coupled to said at least one 
computer, wherein each checkout terminal can identify the products purchased by each 
customer and transfer such information to said at least one computer (POS terminals in 
store, Figs. 1-3,4:17-45). 
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22. As to Claim 32: '262 teaches the system of claim 26 further including a database 
of customer information, said database including customer identifying information for 
each customer and reward information associated with each customer, said database 
being readable by said computer (Figs. 3-5, 14; POS controller 100, 4:31-45; database, 
11:4-51). 

23. As to Claim 34: '262 teaches the software device claim 33 wherein said tracking 
module can receive an indication of selected ones of said product categories as 
selected by a customer (products indicated by player's purchase, Abst.). 

24. As to Claim 35: '262 teaches the software device of claim 33 wherein at least one 
of said tracking module or calculating module can store a purchase threshold and 
compare the cumulative purchases of each customer to the purchase threshold 
(minimum purchases required for subscription, 19:47-20:36). 

25. As to Claim 36: '262 teaches the software device of claim 33 wherein said 
software device includes a computer readable medium and a computer program stored 
on the computer readable medium and including said tracking and calculating modules 
(database, Fig. 5; customer records, Fig. 14, 11:4-51). 

26. As to Claim 37: '262 teaches the method of claim 1 wherein said receiving step is 
discrete and separate from a purchase transaction (Figs. 15A-B, 16, user selection of 
product category in the form of selecting a subscription is separate from the individual 
purchase). 
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27. As to Claim 38: '262 teaches the method of claim 1 wherein said reward to said 
customer is based upon a plurality of discrete transactions (rewards 18:60-64, 19:38-46; 
rewards based on plurality of purchases over period of subscription, 19:47-20:36). 

28. As to Claim 39: '262 teaches the method of claim 1 wherein each product 
category in said establishing step includes a plurality of products linked together by a 
store or chain to thereby define each product category (plural products in category, Fig. 
6; categories set by retail store, 7:19-38, exemplary grocery stores, 1:38-2:12). 

29. As to Claim 40: '262 teaches the method of claim 39 wherein each product 
category includes a relatively broad category of products and includes a plurality of 
differing products or goods included therein such that each product category is broader 
than any particular product or good individually available for purchase (plurality of 
products in category, Fig. 6). 

30. As to Claim 41 : '262 teaches the method of claim 1 wherein said establishing 
step includes establishing, before a purchase transaction, a predefined number of 
product categories, wherein each product category includes a plurality of products, and 
wherein the method further includes the step of, after said establishing step and prior to 
said receiving step, a customer selecting one of said product categories (categories 
established, Fig. 6; complementary offers determined and offered to player, Fig. 16; 
player accepts or declines category subscription offer, Figs. 15A-B). 

31 . As to Claim 42: '262 teaches the method of claim 1 wherein each discrete 
transaction constitutes a separate visit to the store or chain (20:16-36, purchaser 
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subscribes to one gallon of milk per week, which will involve separate visits to the 
store). 

32. As to Claim 43: '262 teaches the method of claim 1 wherein said discrete period 
of time is longer than the period of time to carry out a purchase transaction (discrete 
purchases over term of subscription, 19:47-20:36). 

33. As to Claim 44: '262 teaches the method of claim 24 wherein said tracking step 
includes tracking a customer's purchases in at least the selected product categories 
over a plurality of discrete purchase transactions, and wherein said providing step 
includes providing a single reward to said customer based at least in part upon the 
customer's cumulative purchases in the selected product categories over a discrete 
period of time (18:60-64, 19:36-46, 19:47-20:36). 

34. As to Claims 46, 48, and 49: '262 teaches the reward being directly provided to 
the customer (18:60-64, 19:28-46). 

35. As to Claim 47: '262 indicates that the products are product categories that would 
be sold by a grocery store (Figs. 6, 7). The background of '262 indicates that Walker, et 
al. intended for the tracking system to be used at least among grocery stores (1 :33- 
2:12). 

Claim Rejections - 35 USC § 103 

36. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

37. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

38. Claims 8, 12, 17 to 19, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over '262 in view of Suzuki (U.S. patent 5,053,957 A). 

39. As to Claim 8: '262 discloses all of the limitations of Claim 8, but lacks specificity 
as to receiving after tracking. It is, however, possible in '957 for the receiving step to be 
made after the tracking step in the event that the temporary change key in step 102 is 
pressed before the goods key 1 16 (customer level changed temporarily before 
transactions rung up, Col. 4, Lines 47 to 64). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have applied this step 
found in '957 to the system of '262. '262 teaches POSs (cash registers) connected to a 
database in a retail environment (Figs. 1-3, 4:17-45, 1:33-2:12), which is analogous to 
the cash register system of '957 (Abst.). The rewards of '262 can be lower prices for 
products or subscriptions (18:60-64, 19:37-45); the cash register of '957 implements 
discount levels corresponding to customer levels (Abst., Fig. 4, 3:1-21). This 
modification would be advantageous in that it would provide a convenient way to 
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implement the discounts as they are done at the register and no manual overrides or 
manual calculations would be needed to provide the discounts. 

40. As to Claim 12: '957 discloses printing on the customer's purchase receipt, the 
total amount of the customers purchases to date that qualify for awards (Fig. 1 6). '599 
teaches rewarding the customer based on purchase levels to date (Fig. 5). '599 issues 
a periodic statement to the customer indicating the performance target, the target 
period, and the reward terms to the player (Col. 10, Lines 36 to 50). 

41 . As to Claim 17: '957 recognizes products by scanning a bar code (Col. 7, Lines 1 
to 9). 

42. As to Claim 18: '957 recognizes products marked with bar codes and recognizes 
which category they are in (Fig. 10; Col. 7, Lines 1 to 9). 

43. As to Claim 19: '957 discloses printing on the customer's purchase receipt, the 
total amount of the customers purchases to date that qualify for awards (Fig. 1 6). '599 
teaches rewarding the customer based on purchase levels to date (Fig. 5). '599 issues 
a periodic statement to the customer indicating the performance target, the target 
period, and the reward terms to the player (Col. 10, Lines 36 to 50). 

44. As to Claim 31 : '957 teaches a bar code scanner operatively coupled to at least 
one computer, wherein the bar code scanner can identify selected ones of the product 
categories (Col. 7, Lines 1 to 7). 

45. Claims 10, 11, 14, 21, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over '262 in view of Walker, et al. (U.S. patent 6,1 28,599 A). 
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46. As to Claim 10: '262 discloses all of the limitations of Claim 10, but lacks 
specificity as to a threshold being exceeded. '599, however, determines the reward 
based upon customer purchases in the selected categories after the purchase threshold 
is exceeded (Fig. 8, award distributed in step 820 after determination of target 
achievement made in step 818). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have applied the exceeded threshold of 
'599 to the system of '262. '262 teaches that a minimum level of purchases must be 
made in order to obtain an award, which can take the form of a discount (19:47-20:36, 
18:60-64, 19:37-46), so this is an analogous limitation to a threshold. This limitation 
thus appears to be a mere design consideration in light of '262. It would have the 
advantage of providing another criterion for awarding the rewards that the store or retail 
chain could use to customize the reward or customer tracking programs for maximum 
profitability. 

47. As to Claim 1 1 : The customer of '599 is notified after the purchase threshold has 
been exceeded (periodic statement, Col. 10, Lines 36 to 50). 

48. As to Claim 14: The reward of '599 is based at least in part upon a percentage of 
all or a portion of the customer's purchases in each of the selected product categories 
(1% reward for purchases up to $150,000 and 2% for over $150,000). 

49. As to Claim 21 : '599 teaches providing an award based on purchases after a 
quarterly reward period is over (first row of table, Fig. 5). 
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50. As to Claim 22: '599 sets a target aggregate quarterly charge volume if the 
accessed aggregate quarterly charge volume is below a minimum (Col. 8, Line 60 to 
Col. 9, Line 29, especially Table I). 

Response to Arguments 

51 . Applicant's arguments with respect to claims 1 to 45 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

52. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Scroggie, et al. in U.S. patent 6,014,634 A teach classifying 
products into categories. 

53. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew D. Hoel whose telephone number is (571) 272- 
5961 . The examiner can normally be reached on Mon. to Fri., 8:00 A.M. to 4:30 P.M. 

54. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on (571) 272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 10/626,148 Page 15 

Art Unit: 3714 

55. Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Matthew D. Hoe I /Robert E. Pezzuto/ 

Patent Examiner Supervisory Patent Examiner 

AU3714 Art Unit 3714 

/M. D. H./ 

Examiner, Art Unit 3714 



